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PATENT 
Customer No. 22,852 
Attorney Docket No. 05725-0832-00 



IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 

In re Application of: 
Veronique FERRARI et al. 
Application No.: 09/749,036 
Filed: December 28, 2000 



For: COMPOSITION COMPRISING AT 
LEAST ONE HETERO POLYMER 
AND AT LEAST ONE PASTY 
FATTY SUBSTANCE AND 
METHODS FOR USE 

Commissioner for Patents 
P.O. Box 1450 
Alexandria, VA 22313-1450 



Group Art Unit: 1615 
Examiner: S. Howard 



Confirmation No.: 5474 



Sir: 



NOTIFICATION OF PENDING LITIGATION 



Pursuant to MPEP § 2001 .06(c), Applicants bring to the attention of the Examiner 
the existence of a pending litigation. Although Applicants do not consider the 
information material to patentability of the claimed invention, in an overabundance of 
caution, Applicants inform the Examiner that L'OreaPs U.S. Patent No. 6,716,420 B2, 
which is commonly assigned to the owner of the present application and claims related 
subject matter, is the subject of a patent infringement action filed by L'Oreal S.A. and 
L'Oreal USA, Inc. against Estee Lauder Companies, Inc., Estee Lauder, Inc., and 
Origins Natural Resources, Inc. in the United States District Court for the District of New 
Jersey. L'Oreal S.A. v. Estee Lauder Companies. Inc. . Civ. No. 04-1660 (HAA) (D.N.J. 



Application No.: 09/749,036 
Attorney Docket No. 05725-0832-00 



filed Apr. 7, 2004). A copy of the complaint and answer filed in this litigation are 
attached for the Examiner's consideration. 

Please grant any extensions of time required to enter this communication and 
charge any additional required fees to our deposit account 06-0916. 

Respectfully submitted, 

FINNEGAN, HENDERSON, FARABOW, 
GARRETT & DUNNER, L.L.P. 




Dated: July 23, 2004 By:. 



Lori-Ann Johnson 
J^TL- Reg. No. 34,498 
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Kevin J. McKenna (KM 7530) 
MaraE. Zazzali (MZ 5293) 
Gibbons, Del Deo.Dolan, 
Griffinger & Vecchione 
A Professional Corporation 
One Riverfront Plaza 
Newark, NJ 07102-5496 
(973) 596-4500 

Attorneys for Plaintiffs 

IN THE UNITED STATES DISTRICT COURT 
FOR THE DISTRICT OF NEW JERSEY 



L'OREAL S.A. and 
L'OREAL USA, INC., 

Plaintiffs, 

v. 

ESTEE LAUDER COMPANIES, INC., 

ESTEE LAUDER, INC., and 

ORIGINS NATURAL RESOURCES, INC., 

Defendants. 



COMPLAINT FOR PATENT INFRINGEMENT 

L'Oreal S.A. and L'Ore"al USA, Inc. (collectively "Plaintiffs"), for their Complaint 
against Estee Lauder Companies, Inc., Estee Lauder, Inc., and Origins Natural Resources, Inc. 
(collectively "Defendants"), allege as follows: 

NATURE OF THE ACTION 
1. This is a civil action for patent infringement of Plaintiffs' United States Patent No. 
6.716.420 B2 ("the '420 patent") directed to methods for making and using mascaras. 
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THE PARTIES 

2. Plaintiff L'Oreal S.A. is a corporation duly organized under the laws of France, with 
its principal place of business at 14, rue Royale, 75008 Paris, France. 

3. Plaintiff L'Oreal USA, Inc. is a coiporation duly organized under the laws of 
Delaware, having its corporate offices at 575 Fifth Avenue, New York, New York 10017 and 
having offices in Ridgewood and North Brunswick, New Jersey. L'Oreal USA is a wholly- 
owned subsidiary of L'Oreal S.A. and has wholly owned subsidiaries with manufacturing 
research and development, and distribution facilities located in Clark, Franklin, Linden, 
Piscataway, Cranbury, Dayton, and North Brunswick, New Jersey. 

4. Plaintiffs are engaged in the business of researching, developing, manufacturing, and 
selling cosmetic products, including mascaras, in New Jersey and elsewhere throughout the 
United States. 

5. Upon information and belief, Defendant Estee Lauder Companies, Inc. is a Delaware 
corporation having its corporate offices and principal place of business at 767 5th Avenue, Suite 
4200, New York, New York 10153. 

6. Upon information and belief, Defendant Estee Lauder, Inc. is a Delaware corporation 
having its corporate offices and principal place of business at 767 5th Avenue, Suite 4200, New 
York, New York 10153. Upon information and belief, Estee Lauder, Inc. is a subsidiary of Estee 
Lauder Companies, Inc. 

7. Upon information and belief, Defendant Origins Natural Resources, Inc. is a 
Delaware corporation having its corporate offices and principal place of business at 767 5th 
Avenue, Suite 4200, New York, New York 10153. Upon information and belief, Origins Natural 
Resources, Inc. is a subsidiary of Estee Lauder, Inc. 
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8. Upon information and belief, Defendants are engaged in the business of selling 
cosmetic products, including infringing mascaras, in New Jersey and elsewhere throughout the 
United States. 

JURISDICTION AND VENITF. 

9. This civil action for patent infringement arises under the Patent Laws of the United 
States, Title 35, United States Code. 

10. This Court has subject matter jurisdiction over this case pursuant to 28 U.S.C. §§ 
1331 and 1338(a). 

11. Upon information and belief, Defendants purposefully have conducted and continue 
to conduct business in this judicial district, have caused injury to Plaintiffs in this judicial 
district, and have committed and/or caused acts of infringement of the '420 patent in this judicial 
district. 

12. This Court has personal jurisdiction over Defendants. 

13. Venue is proper in this judicial district under 28 U.S.C. §§ 1391 and 1400(b). 

FIRST COUNT FOR PATENT INFRINGEMENT 

14. On April 6, 2004, the '420 patent, entitled "Methods of Use and of Making a Mascara 
Comprising at Least One Coloring Agent and at Least One Heteropolymer," was duly and 
legally issued to L'Oreal S.A. by the United States Patent and Trademark Office ("PTO"). A 
true and correct copy of the '420 patent is attached as Exhibit A. 

15. Mohamed .G. Kanji is the sole inventor of the claims of the '420 patent. In an Office 
Action dated August 11, 2003, issued during prosecution of the '420 patent, the PTO correctly 
deleted Sue Feng as a named inventor of the '420 patent. The PTO, however, erroneously failed 
to print that correction on the face of the '420 patent and incorrectly recited Sue Feng as a co- 
inventor. 
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16. Since the issuance of the '420 patent, L'Oreal S.A. has been and still is the owner of 
the '420 patent. L'Oreal USA is the exclusive licensee under the '420 patent. 

17. The '420 patent discloses and claims methods of making and using certain mascara 
compositions that contain various ingredients. 

18. Upon information and belief, subsequent to the issuance of the '420 patent, 
Defendants have made, used, offered to sell, sold, and/or imported mascara products in the 
United States, including mascaras marketed under the trade names "Pure Drama MagnaScopic 
Maximum Volume Mascara" and "Full Story Lush-lash Mascara" (collectively "the Accused 
Products"). 

19. Upon information and belief, the labeling of the Accused Products indicates that the 
products contain each of the ingredients specified by the claims of the '420 patent. True and 
correct copies of the ingredient labeling of representative samples of the Accused Products are 
attached as Exhibits B and C. 

20. Upon information and belief, Defendants have been and still are directly infringing at 
least one claim of the '420 patent under 35 U.S.C. § 271(a) and/or 35 U.S.C. § 271(g) by making 
the Accused Products in the United States and/or importing those products into the United States 
in violation of Plaintiffs' patent rights and will continue to do so unless enjoined by this Court. 

SECOND COUNT FOR PATENT INFRINGEMENT 

21. Plaintiffs incorporate by reference paragraphs 1-20 of this Complaint as if fully set 
forth herein. 

22. Upon information and belief, consumers and others who purchase the Accused 
Products use them in a manner that directly infringes at least one claim of the '420 patent. 

23. Upon information and belief, Defendants know or should know that their steps in 
actively advertising, marketing, packaging, offering for sale, selling, and/or distributing the 
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Accused Products cause, urge, encourage, and/or aid consumers and others to directly infringe at 
least one claim of the '420 patent. Defendants therefore have been and still are actively inducing 
infringement of the '420 patent under 35U.S.C. § 271(b) and will continue to do so unless 
enjoined by this Court. 

24. Upon information and belief, Defendants have been and still are offering for sale and 
selling within the United States, and/or importing into the United States, the Accused Products, 
which constitute a material for use in practicing the process of at least one claim of the '420 
patent. The Accused Products further constitute a material part of the invention of the '420 
patent and are not staple articles or commodities of commerce suitable for substantial 
noninfringing use. Upon information and belief, Defendants know that the Accused Products 
were especially made or especially adapted for use in an infringement of the '420 patent. 
Defendants therefore have been and still are contributorily infringing the '420 patent under 35 
U.S.C. § 271(c) and will continue to do so unless enjoined by this Court. 

DAMAGES AND OTHER HARM SUFFERED BY PLAINTIFFS 

25. Plaintiffs have been damaged in an amount not yet determined as a consequence of 
the infringing activities complained of herein and will continue to be damaged until this Court 
permanently enjoins Defendants from further infringement of the '420 patent. 

26. Plaintiffs have been irreparably harmed as a consequence of the infringing activities 
complained of herein and will continue to be irreparably harmed until this Court permanently 
enjoins Defendants from further infringement of the '420 patent. 

PRAYER FOR RELIEF 
WHEREFORE, Plaintiffs respectfully request that this Court enter a judgment: 
(1) finding Defendants liable to Plaintiffs for infringement of the '420 patent; 
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(2) permanently enjoining Defendants, their officers, agents, servants, employees, 
and attorneys, and those other persons or entities in active concert or participation with them, 
from infringing any claim of the '420 patent under 35 U.S.C. § 271(a) and/or 35 U.S.C. § 271(e); 

(3) permanently enjoining Defendants, their officers, agents, servants, employees, 
and attorneys, and those other persons or entities in active concert or participation with them, 
from actively inducing infringement of any claim of the '420 patent under 35 U.S.C. § 27 1(b); 

(4) permanently enjoining Defendants, their officers, agents, servants, employees, 
and attorneys, and those other persons or entities in active concert or participation with them, 
from contributing to infringement of any claim of the '420 patent under 35 U.S.C. § 271(c); 

(5) correcting the recitation of inventorship of the '420 patent pursuant to 35 U.S.C. 
§ 256 to name Mohamed G. Kanji as the sole inventor; 

(6) awarding Plaintiffs damages adequate to compensate them for Defendants' 
infringement of the '420 patent, together with prejudgment interest thereon; and 

(7) awarding Plaintiffs their reasonable attorney fees pursuant to 35 U.S.C. § 285, 
costs of suit, and such further and additional relief as this Court deems just and proper. 
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JURY DEMAND 



Plaintiffs demand a jury trial on all issues triable to a jury in this matter. 



Of Counsel: 
Ford F. Farabow, Jr. 
John M. Romary 
Michael J. Flibbert 

FINNEGAN, HENDERSON, FARABOW, 

GARRETT & DUNNER, LLP 
1300 1 Street, N.W., Suite 700 
Washington, DC 20005-3315 
(202) 408-4000 



Dated: Newark, New Jersey 
April 7, 2004 




Kevin J. McKenna (KM 7530) 
MaraRZazzali (MZ5293) 
GIBBONS, DEL DEO, DOLAN, 



GRJPFINGER & VECCHIONE 
A Professional Corporation 
One Riverfront Plaza 
Newark, NJ 07102-5496 
(973) 596-4500 
Attorneys for Plaintiffs 
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Complaints and Other Initiating Documents 

7 n4-cv-0166O-HM-^^OREAL S.A. et al v. ESTEE LAUDER COMPANIES. INC. et al 

^ L JUL 2 3 W> H u - s - District Court 

District of New Jersey [LIVE] 

Notice of Electronic Filing 

The following transaction was received from KEVIN J. MCKENNA entered on 4/1 3/2004 at 1 0:43 AM 
EDT and filed on 4/7/2004 

Case Name: L'OREAL S.A. et al v. ESTEE LAUDER COMPANIES, INC. et al 

Case Number: 2:04-cv-1660 
Filer: L'OREAL USA, INC. 

L'OREAL S.A. 
Document Number: 1 

Docket Text: 

COMPLAINT against ESTEE LAUDER COMPANIES, INC., ESTEE LAUDER, INC., ORGINS 
NATURAL RESOURCES, INC. ( Filing fee $ 150 receipt number 322571.) JURY DEMAND), filed by 
L'OREAL S.A., L'OREAL USA, INC..(dr, ) 

The following documents) are associated with this transaction: 

Document description:Main Document 
Original filename:n/a 
Electronic document Stamp: 

[STAMP dcecfStamp_ID=l 046708974 [Date=4/1 3/2004] [FileNumber=l 36477-0] 

[2al362f610f98f8ee03al0df299ce7103ed46d5617a70050ac8e84c8207b567a8758 

b3ddf5f508b996d95bf0d0caca7667b7cacf50762002bb674a955alb7704]] 

2:04-cv-1660 Notice will be electronically mailed to: 
KEVIN J. MCKENNA kmckenna@gibbonslaw.com, 
2:04-cv-1660 Notice will not be electronically mailed to: 



https://ecf.njd.circ3.dcn/cgi-bin/Dispatch.pl7104882170227051 



04/13/2004 



Service of Process: ^ 

2:Q4-cv>0166 n-MAA,nhH L'OREAL S.A. et al v. ESTEE LAUDER CO MPANIES INC Pt a i 



Notice of Electronic Filing 
The following transaction was received from dr, entered on 4/13/2004 at 10:45 AM EDT and filed on 



Case Number: 2:04-cv-1660 
Filer: 

Document Number: 
Docket Text: 

Summons Issued as to ESTEE LAUDER COMPANIES, INC., ESTEE LAUDER, INC., ORGINS 
NATURAL RESOURCES, INCDays Due - 20. Mailed to COunsel (dr, ) 

The following documents) are associated with this transaction: 

2:04-cv-1660 Notice will be electronically mailed to: 
KEVIN J. MCKENNA kmckenna@gibbonslaw.com, 
2:04-cv-1660 Notice will not be electronically mailed to: 




District of New Jersey [LIVE] 



U.S. District Court 



4/13/2004 
Case Name: 



L'OREAL S.A. et al v. ESTEE LAUDER COMPANIES, INC. et al 



* https://ecf.njd.circ3.dcn/cgi-bin/Dispatch.pl78071 8605529 7 852 



04/13/2004 
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CIVIL COVER SHEET 

The JS-44 civil cover sheet and the information contained herein neither replace nor supplement the filing and service of pleadinss or other papers as ■ ' • 

provided bv local rules of court. This form, approved by the Judicial Conference of the United States in September 1974 is required for the us - rt t ti* 1 i h> bw * tf * CtffM as 

purpose of initiating the civil docket sheet. (SEE INSTRUCTIONS ON THE REVERSE OF THE FORM ) 01 1 uurt for ll * 
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DEFENDANTS 

Estee Lauder Companies. Inc., Estee Lauder, inc. and 
Origins Natural Resources. Inc. 
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